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DETAILED ACTION 
Specification 

The disclosure is objected to because of the following informalities: 

Step 150 on Figure 2 is not designated in the specification. 

Step numbers on Figure 3 are not designated in the specification. 

Step 302 is incorrectly called out as 202 on page 1 1 , line 21 . 

Step 306 is incorrectly called out as 206 on page 1 1 , line 24. 

Step 318 on Figure 5 is not designated in the specification. 

Step numbers 442, 446, 450, 458, 474 and 482 on Figure 6B are not designated 

in the specification. 

Step numbers 487, 489 and 491 on Figure 6C are not designated in the 
specification. 

Step numbers 502 and 506 on Figure 7 are not designated in the specification. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

Claims 19 and 21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The term "reasonable time" in claim 19 and 21 is a 
relative term which renders the claims indefinite. The term "reasonable time" is not 
defined by the claim, the specification does not provide a standard for ascertaining the 
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requisite degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed In the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language- 
Claims 1, 2, 3, 5, 20, 21, 23, 31, 32 and 33 are rejected under 35 U.S.C. 102(e) 

as being anticipated by U.S. Patent Number 6,647,376 B1 to Farrar et al (further 

referred to as Farrar). 

Regarding claim 1, Farrar discloses a point-of-sale (POS) check service system 
(column 1, lines 16) comprising a device means for receiving checking account 
information from a paper check of a customer (column 1 , lines 48 - 50), and for 
receiving an amount concerning a sale to the customer (column 4, lines 7 - 1 1), the 
checking account information and amount being collectively transaction information 
(column 4, lines 9-15), and the paper check not being used as a negotiable instrument 
and being returned to the customer (column 5, lines 11-13 and lines 49 - 52); a host 
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computer arranged to receive the transaction information from the device means and to 
forward it into the POS check service system (column 6, lines 49 - 54; Figure 1 item 
108); a switch computer arranged to receive the transaction information from the host 
computer and to further route the transaction information (column 6, lines 52 - 59; 
Figure 1 item 110); a drawee bank which receives the transaction information from the 
switch computer (column 6, lines 64 - 67; Figure 1 item 1 12); a drawee computer of the 
drawee bank that receives transaction information and is arranged to perform 
conversion, verification or guarantee based upon transaction information (column 1, 
lines 44 - 67 and column 2, lines 1 - 5), the drawee computer further arranged to return 
a response message to the host computer indicating the result of the conversion, 
verification or guarantee (column 5, lines 49 - 52 and column 7, lines 12-15). 

Regarding claim 2, Farrar discloses a telecommunications network used for 

* 

communications between the host computer, the switch computer, and the drawee 
computer (column 6, lines 49 - 67) that provides online, real-time communications 
between computers (column 1 , lines 51 - 54; column 9, lines 27 - 31 and lines 65 - 67). 

Regarding claim 3, Farrar discloses a device means which includes a magnetic 
ink character recognition (MICR) device through which the paper check is swiped 
(column 2, lines 10-11; column 6, lines 44-47) and a merchant point-of-sale terminal 
into which the amount may be entered (column 4, lines 7-12). 
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Regarding claim 5, Farrar discloses a drawee computer arranged to receive 
checking account information in the form of raw MICR data (column 2, lines 10-11) 
and to parse checking account information to obtain a transit routing number and an 
account number of the customer, whereby parsing occurs reliably at a drawee bank and 
not at device means (column 1 , lines 48 - 51 and column 2, lines 19 - 24). 

Regarding claim 20, Farrar discloses processing a paper check transaction 
occurring at a point of sale, a monetary amount originating at the point of sale and 
paper check providing checking account information comprising receiving a service 
request message from point of sale (column 4, lines 7-15) and a paper check 
providing checking account information (column 1, lines 48-51) comprising receiving a 
service request message from the point of sale (column 2, lines 17 - 20), service 
request message including checking account information, monetary amount (column 1, 
lines 48 - 51 and column 4, lines 7-12) and a request for a type of check service 
(column 2, lines 17 - 21); determining whether a portion of the checking account 
information matches with one of a plurality of banks (column 4, lines 15-18); 
determining whether the request for a type of check service matches with a service 
provided by one of the banks (column 4, lines 24 - 27, lines 54 - 66; column 6, lines 64 
- 67), determining where to route service request message (column 4, lines 24 - 27 and 
column 21, lines 11 - 13); sending service request message to an authorizing institution 
that is equipped to handle the request for a type of check service (column 4, lines 54 - 
55; column 6, lines 64 - 67; column 21 , lines 11 - 1 3), receiving a response message to 
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the service request message from the authorizing institution (column 7, lines 12-15; 
column 9, lines 23 - 27); and sending the response message to the point of sale 
indicating the result of the request for a type of check service (column 4, lines 54 - 55; 
column 5, lines 11-12 and 48-51; column 7, lines 12 - 15; column 9, lines 23 - 27), 
whereby said paper check is not used as a negotiable instrument and is returned to the 
customer (column 5, lines 12-13 and lines 50 - 52). 

Regarding claim 21, Farrar discloses the steps of receiving and sending over a 
telecommunications network (column 6, lines 49 - 67) that provides online, real-time 
communications (column 1 , lines 51 - 54; column 9, lines 27 - 31 and lines 65 - 67). 

Regarding claim 23, Farrar discloses a method wherein checking account 
information is received in raw MICR data format (column 2, lines 10-11; column 6, 
lines 43 - 48) and is sent to the authorizing institution in order to parse said checking 
account information to obtain a transit routing number and an account number of the 
customer (column 6, lines 49-67; column 9, lines 18-20and column 21, lines 10- 14) 
whereby parsing occurs reliably at an authorizing institution and not at the point of sale 
(column 9, lines 18-27). 

Regarding claim 31, Farrar discloses a point-of-sale check service system 
(column 1, lines 16) comprising a device means for receiving checking account 
information from a paper check of a customer (column 1 , lines 48 - 50), and for 
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receiving an amount concerning a sale to the customer (column 4, lines 7 - 1 1), the 
checking account information and amount being collectively transaction information 
(column 4, lines 9-15), and the paper check not being used as a negotiable instrument 
and being returned to the customer (column 5, lines 11-13 and lines 49 - 52); a host 
computer arranged to receive the transaction information from the device means and to 
forward it into the POS check service system (column 6, lines 49 - 54; Figure 1 item 
108); a switch computer arranged to receive the transaction information from the host 
computer and to further route the transaction information (column 6, lines 52 - 59; 
Figure 1 item 1 10); a drawee bank which receives the transaction information from the 
switch computer (column 6, lines 64 - 67; Figure 1 item 1 12); a drawee computer of the 
drawee bank that receives transaction information and is capable of performing 
conversion with verification based upon transaction information (column 1 , lines 44 - 67 
and column 2, lines 1 - 5), the drawee computer further arranged to return a response 
message to the host computer indicating the result of the conversion with verification 
(column 5, lines 49 - 52 and column 7, lines 12 - 15). 

Regarding claim 32, Farrar discloses a telecommunications network used for 
communications between the host computer, the switch computer, and the drawee 
computer (column 6, lines 49 - 67) that provides online, real-time communications 
between computers (column 1 , lines 51 - 54; column 9, lines 27 - 31 and lines 65 - 67). 
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Regarding claim 33, Farrar discloses a customer bank account from which the 
paper check of the customer is drawn upon, wherein the drawee computer can access 
the customer bank account in order to perform conversion with verification (column 5, 
lines 1-10 and column 9, lines 18 - 32). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 4, 6, 7, 17, 18, 19, 22, 24, 26, 27, 28, 29 and 30 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Farrar, and further in view of ECHO 
Announces the Completion of the Acquisition of Magic Software Development Inc. by 
Business Wire, New York, April 29, 1999 (further referred to as Business Wire). 
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Regarding claims 4 and 22, Farrar does not teach conversion only. However, 
Business Wire discloses a drav\^ee computer arranged to perform conversion only, 
conversion with verification or conversion with guarantee based upon transaction 
information (page 2, lines 10-13). 

It would be obvious to one of ordinary skill in the art that if a service provider 
were going to provide conversion with verification or conversion with guarantee based 
upon transaction information as disclosed by Farrar. that the company would inherently 
be performing conversion as the first step in that process as proposed by Business Wire 
and could very well provide conversion only services as well. The motivation would be 
to provide services to merchants in which the steps involved were already being taken 
as part of more complex operations. 

Regarding claim 6, Farrar discloses a service request message delivered to a 
switch computer that includes transaction information (column 2, lines 18 - 23). Farrar 
does not disclose indicating conversion only, conversion with verification or conversion 
with guarantee based upon transaction information as Farrar does not disclose 
conversion only, teaching conversion with verification or conversion with guarantee. 
However, Business Wire discloses conversion only, conversion with verification or 
conversion with guarantee based upon transaction information (page 2, lines 10-13). 

It would be obvious to one of ordinary skill in the art to combine the transaction 
information for conversion only as taught by Business Wire with the transaction 
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information for conversion with verification or conversion with guarantee as taught by 
Farrar. The motivation would be to communicate transaction information for steps 
involved with a more simple operation that were already being taken as part of more 
complex operations. 

Regarding claims 7 and 24, Farrar does not teach a settlement code. However, 
Business Wire teaches an electronic check system at the point of sale that includes 
settlement and transaction reporting. It would be obvious to one of ordinary skill in the 
art to use the electronic transmittal of the settlement information as disclosed by 
Business Wire with the electronic check processing transaction information as disclosed 
by Farrar. The motivation would be to use available fields of information to disclose in 
one transaction the means of settlement in addition to the other relevant transaction 
information being supplied between merchant and bank. 

Regarding claim 17, Farrar discloses a method of performing a transaction at a 
point of sale comprising a step of performing the function of receiving checking account 
information from a paper check of a customer (column 1 , lines 48 - 50); entering an 
amount of the transaction into a terminal (column 4, lines 7-11); assembling a service 
request message that includes checking account information and amount (column 4, 
lines 9-15); sending the service request message to a switch computer arranged to 
receive and to further route the service request message (column 6, lines 49 - 54; 
Figure 1 item 108; column 6, lines 52 - 59; Figure 1 item 110); returning paper check to 
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customer, paper check not being used as a negotiable instrument (column 5, lines 11 - 
13 and lines 49-52). 

Farrar does not disclose assembling, sending and receiving a message which 
requests conversion only, conversion with verification, or conversion with guarantee. 
However, given the combination of Farrar and Business Wire as described previously in 
claim 6, it obvious that the service request message could include a message of 
conversion only as disclosed by Business Wire as part of the check transaction system 
as disclosed by Farrar. 

Regarding claim 18, Farrar discloses a device means which includes a magnetic 
ink character recognition (MICR) device through which the paper check is swiped 
(column 2, lines 10-11; column 6, lines 44 - 47). 

Regarding claim 19, Farrar discloses sending and receiving over a 
telecommunications network (column 6, lines 49 - 67) that provides online, real-time 
communications (column 1 , lines 51 - 54; column 9, lines 27 - 31 and lines 65 - 67). 

Regarding claim 26, Farrar discloses a customer bank account from which the 
paper check of the customer is drawn upon, wherein the drawee computer can access 
the customer bank account in order to perform verification and guarantee (column 1 , 
lines 45 - 47 and column 5, lines 1 - 10). Farrar does not disclose performing 
conversion only. However, Business Wire discloses performing conversion only. 
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It would be obvious to one of ordinary skill in the art to combine the transaction 
Information for conversion only as taught by Business Wire with the transaction 
Information for conversion with verification or conversion with guarantee as taught by 
Farrar. The motivation would be to communicate transaction information for steps 
Involved with a more simple operation that were already being taken as part of more 
complex operations. 

Regarding claim 27, Farrar discloses a method wherein a switch computer routes 
a service request message to a drawee bank (column 6, lines 55 - 67), the drawee 
bank maintaining a customer bank account from which the paper check of the customer 
is drawn upon (column 5, lines 1-10). 

Regarding claim 28, Farrar discloses accessing the customer bank account, by 
the drawee bank, in order to perform conversion operations including conversion with 
verification and conversion with guarantee (column 1, lines 45 - 47 and column 5, lines 
1-10). Farrar does not disclose performing conversion only. However, Business Wire 
discloses performing conversion only. 

It would be obvious to one of ordinary skill In the art to combine the transaction 
information for conversion only as taught by Business Wire with the transaction 
information for conversion with verification or conversion with guarantee as taught by 
Farrar. The motivation would be to communicate transaction information for steps 
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involved with a more simple operation that were already being taken as part of more 
complex operations. 

Regarding claim 29, Farrar discloses wherein drawee bank further accesses the 
customer bank account in order to verify that the bank account is valid (column 9, lines 
20-23). 

Regarding claim 30, Farrar discloses wherein drawee bank further accesses the 
customer bank account in order to verify that the customer bank account contains an 
amount of money that is equal to or greater than the amount of the transaction entered 
into the terminal (column 9, lines 44 - 47). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Farrar 
and Business Wire as applied to claim 6 above, and further in view of U.S. Patent 
Number 5,703,344 to Bezy et al. (further referred to as Bezy). Neither Farrar nor 
Business Wire disclose a service request message including a unique transaction 
identifier that ties together related transactions in a transaction set. However, Bezy 
discloses a service request message including a unique transaction identifier (record) 
that ties together related transactions in a transaction set (column 5, lines 48 - 52). 

It would be obvious to one of ordinary skill in the art to use the transaction 
identifier (record) as a means to identify a transaction and tie together related 
transaction as disclosed by Bezy with the electronic check processing transaction 
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information as disclosed by Farrar. The motivation would be to ensure related 
transaction were linked for efficiency in processing and handling. 

Claims 9, 10, 11, 13 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Farrar and further in view of Bezy. 

Regarding claim 9, Farrar does not disclose a point-of-transaction check service. 
However, Bezy discloses a point of transaction check service (column 1 , lines 5 - 8). It 
would be obvious to one of ordinary skill in the art to combine the point-of-transaction 
check service as disclosed by Bezy with the point-of-sale check service as disclosed by 
Farrar because a point-of-sale is a detailed example of a point-of-transaction. A sale is 
a transaction and therefore the motivation would be in include various forms of 
transactions, such as a sales point. 

Given the combination of Farrar and Bezy, the same reasoning applies to the 
remaining section and dependent claims of claim 9 where a sale is analogous to a 
transaction and where Farrar discloses a device means for receiving checking account 
information from a paper check of an individual (column 1 , lines 48 - 50), and for 
receiving an amount representing a monetary transaction which is to be deposited into a 
depositing account (column 1 , lines 15-21), the checking account information, amount, 
and depositing account being collectively transaction information (column 3, line 63 to 
column 4, line 4 and column 4, lines 9-15), and the paper check not being used as a 
negotiable instrument and being returned to the customer (column 5, lines 1 1 - 13 and 
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lines 49 - 52); a host computer arranged to receive the transaction information from the 
device means and to forward it into the point-of-transaction check service system 
(column 6, lines 49 - 54; Figure 1 item 108); a switch computer arranged to receive the 
transaction information from the host computer and to further route the transaction 
information (column 6, lines 52 - 59; Figure 1 item 1 10); a drawee bank which receives 
the transaction information from the switch computer (column 6, lines 64 - 67; Figure 1 
item 112) the drawee bank maintaining a customer bank account from which the paper 
check of the individual is drawn upon (column 5, lines 1 - 10 and column 9, lines 18 - 
22); a drawee computer of the drawee bank that receives transaction information and is 
arranged to perform conversion, verification or guarantee based upon transaction 
information (column 1, lines 44 - 67 and column 2, lines 1 - 5), the drawee computer 
further arranged to return a response message to the host computer indicating the 
result of the conversion, verification or guarantee (column 5, lines 49 - 52 and column 
7, lines 12-15). 

Regarding claim 10, Farrar discloses a financial institution holding the deposit 
account, to which an amount is deposited depending upon the result of the conversion, 
verification, or guarantee (column 3, line 63 to column 4, line 4). 

Regarding claim 11, Farrar discloses a telecommunications network used for 
communications between the host computer, the switch computer, and the drawee 



Application/Control Number: 09/810,945 Page 16 

Art Unit: 3628 

computer (column 6, lines 49 - 67) that provides online, real-time communications 
between computers (column 1, lines 51 - 54; column 9, lines 27 - 31 and lines 65 - 67). 

Regarding claim 1 3, Farrar discloses a drawee computer arranged to receive 
checking account information unparsed (column 2, lines 10 - 1 1) and to parse checking 
account information to obtain a transit routing number and an account number of the 
customer, whereby parsing occurs reliably at a drawee bank and not at device means 
(column 1, lines 48 - 51 and column 2, lines 19 - 24). 

Regarding claim 25, Farrar does not disclose a service request message 
including a unique transaction identifier that ties together related transactions in a 
transaction set. However, Bezy discloses a service request message including a 
unique transaction identifier (record) that ties together related transactions in a 
transaction set (column 5, lines 48 - 52). 

It would be obvious to one of ordinary skill in the art to use the transaction 
identifier (record) as a means to identify a transaction and tie together related 
transaction as disclosed by Bezy with the electronic check processing transaction 
information as disclosed by Farrar. The motivation would be to ensure related 
transaction were linked for efficiency in processing and handling. 

Claims 12, 14, 15 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Farrar and Bezy, and further in view of Business Wire. 
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Regarding claim 12, neither Farrar nor Bezy teach conversion only. However, 
Business Wire discloses a drawee computer arranged to perform conversion only, 
conversion with verification or conversion with guarantee based upon transaction 
information (page 2, lines 10-13). 

It would be obvious to one of ordinary skill in the art that if a service provider 
were going to provide conversion with verification or conversion with guarantee based 
upon transaction information as disclosed by Farrar and Bezy, that the company would 
inherently be performing conversion as the first step in that process as proposed by 
Business Wire and could very well provide conversion only services as well. The 
motivation would be to provide services to merchants in which the steps involved were 
already being taken as part of more complex operations. 

Regarding claim 14, Farrar discloses a service request message delivered to a 
switch computer that includes transaction information (column 2, lines 18 - 23). Neither 
Farrar nor Bezy disclose indicating conversion only, conversion with verification or 
conversion with guarantee based upon transaction information as neither Farrar nor 
Bezy disclose conversion only, both teaching conversion with verification or conversion 
with guarantee. However, Business Wire discloses conversion only, conversion with 
verification or conversion with guarantee based upon transaction information (page 2, 
lines 10-13). 
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It would be obvious to one of ordinary skill in the art to combine the transaction 
information for conversion only as taught by Business Wire with the transaction 
information for conversion with verification or conversion with guarantee as taught by 
Farrar. The motivation would be to communicate transaction information for steps 
involved with a more simple operation that were already being taken as part of more 
complex operations. 

Regarding claim 15, neither Farrar nor Bezy teach a settlement code. However, 
Business Wire teaches an electronic check system that includes settlement and 
transaction reporting. It would be obvious to one of ordinary skill in the art to use the 
electronic transmittal of the settlement information as disclosed by Business Wire with 
the electronic check processing transaction information as disclosed by Farrar and 
Bezy. The motivation would be to use available fields of information to disclose in one 
transaction the means of settlement in addition to the other relevant transaction 
information being supplied between merchant and bank. 

Regarding claim 16, Bezy discloses a service request message including a 
unique transaction identifier (record) that ties together related transactions in a 
transaction set (column 5, lines 48 - 52). 



Conclusion 
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